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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re ApplicaticMi of 

Baldoniero M. OLIVERA et al. 

Serial No. 09/219,446 

Filed: 23 December 1998 

For: USES OF ALPHA-CONOTOXIN 
PEPTIDES 



PETITION FOR FILING PATENT APPLICATION 
BY THE ASSIfiNKFr-pn RSUANT TO 37 CFR g 1.47 fh^ 



Assistant Commissioner for Patents 
Washington, D.C. 20231 

Dear Sir: 

Applicant, the University of Utah, of Salt Lake City, Utah, 
hereby petitions the Commissioner of Patents and Trademarks to 
accept the filing of the above-identified U.S. patent application 
by the University of Utah (hereinafter the "University"), the 
party to which the invention disclosed and claimed in the patent 
application rightfully belongs. 

Accompanying this Petition is a Declaration that has been 
signed by Lloyd W. Sadler, of the Technology Transfer Office of 
the University. 

This Declaration provides proof of the pertinent facts 
concerning the refusal of certain of the inventors to join in the 
present application for patent, and establishes that the 
University has a sufficient proprietary interest in this matter 
to prosecute this application on behalf of and as agent for the 




inventor, and showing that such action is necessary to preserve 
the rights of the parties and to prevent irreparable damage. 

The name and last known address of the inventor refusing to 
join in this application are as set forth in the Declaration and 
Power of ftttorney. ^ 

The University is entitlerd to dlea± ^titl^ 
and J:0; ihe. ^bo^^id^nfcd^f ied pat:W:h|- iappl ! . 

patent which issues thereon, on the basis of tKe Uhiveirsity ' s^^^ 
Patent, Trademark and Copyright Policy 6-4 with respect to each 
of the co-inventors Olivera, Mcintosh, Cartier and Luo. A copy 
of the University's Policy 6-4 is attached to Sadler's 
Declaration. 

With respect to the patent title rights to an invention as 
between an employer and the employed, the Supreme Court of the 
United States has held as follows: 

If one is employed to devise or perfect an instrument^ or a 
means for accomplishing a prescribed result^ he cannot after 
successfully accomplishing the work for which he was 
employed^ plead title thereto as against his employer. That 
which he was employed and paid to accomplish become^ when 
accomplished^ the property of his employer. Whatever rights 
as an individual he may have had in and to the inventive 
powers and that which they are able to accomplish^ he has 
sold in advance to his employer. 
S olomons v. United States , 137 U.S. 342, 3465 (1890). 

Accordingly, it is clear that an employee, such as Olivera 
who is paid to develop an invention, falls within the scope of 
the language written by the Court. 

The co-inventor, Olivera has not explicitly refused to 
cooperate in the patent application process, but rather has 
simply not responded to requests to cooperate. The University of 
Utah is therefore entitled to submit this application acting on 
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behalf of, and as agent for, the inventors in accordance with the 
provisions of 37 CFR §1. 47(b). 

The requisite fee set forth in 37 CFR §1.17 (h) accompanies 
this Petition. Please charge any additional fees or credit any 
overpayment for the payment of the filing fee to deposit ae 
number 02-2135. :r.ftn: atWition-al copy of t^^ 

Favorable consideration is riespeGtlully reque%tM. 

Respectfully submitted, 



By 




Je£f^y eL. Ihnen 
Attorney for Applicants 
Registration No. 28,957 
^OTHWELL, FIGG, ERNST & KURZ, p.c, 
Suite 701-E, 555 13th Street, N.W. 
Washington, D.C. 20004 
Telephone: (202 ) 783-6040 



Dated: 19 July 1999 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
In re Application of: 
Bsddomero M. OLIVERA et al. 
^Serial No, 09/219,446 
Filed: 23 December 1998 
FOR: USESOFALPHA-X:pNOPH?TIDES 

DECtARATlON OF IJU5YD W. SADLBEl 

Hon. Commisaioiier of Patents 

axftd Tcadcnisrks 
Washington. DC 20231 

Sir. 

LLOYD W. SADLER, havuig poso^isi knowledge of Hue facts set foith herein, hereby 
deposes and states as follows: 

(1) I am csnqiloycd as Scssuor Licensing Manager of the Technology Transfbc 0£Sce of flie 
Lbiversity of Utah (hcranafiBrthe *tJnivOTlty') of 61S Anqxjea Drive, Suite UQ, Salt Lake City, 
Utah 84108. 

(2) The co-inventors of flie siigect master disclosed in patent applicatSon Serial No, 
09/219,446 arc BaldonicroM.OUVERA, XM!cha4M«JNT0SH,O. Ediiin^ 

LUO. On infarinationmsdbdieetficse Individuals were ta^^ 

conopcptides and their usses. All of flie inventors are associated with or a collaborated vrtfh the 
Umvtsniity of Utah. 

(3) Each of the fotegohiB invcntois arc obltgatcd to aswgn Aeir rigjits in the itwantion to fte 
t]mvcrsity of Utah pujsuant to its Pateit. Trademark and Copyright Poliw 6-4 (copy attached 
hereto). 

(4) QnoraboutF€hruary 1, 1999, our offuMf received a Dectet^fion and Power of Atloine^^ 
Assignmrnts and Small Entity Slatements ftom the Univ^sfty of Utah's patent ooun^ for this 
cCTlicatiow- On February 23, 1999, one of our assistants. Shalceii Walking 

and copy ofapplicationa to the inrifentors and requested ret^ On 
July 6, 1999, patent Coun^l sent a letter by fecsimilc to Ma. Wntklna^ eonoaming tb« status of Ihe 
formal papers for this qppUcation. On or ^hout July 6. I999,Ms. Watkinsfexedthe&iinalp^wta 
to the inventors Jtom%?*om she had not lecdvedexecu Onorabout July 14, 1999, 

patent counsel i^ain checked withMs. Watkins about the rtahis of the formal pflMsrs and indicated 
that he had information that co-invcntor OUvera may be out of the country. On or about July 15. 
1999> Ms. Watkins learned fipom co-inventor Mdniosh that co-inventor Olivera was oat of Ae 
country. 
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(S) Acceptance by the U.S. Patent and Ttademarit Office of the aocomptuaying dedaiation 
and powcar of attorney tbas has baai signed aa behalf of. and as an agent for, awnventor BaUomero 
Cmta is lemecnMb' jequesicd, Hic Uniw^ has iwvestod cxmridembls amaasiaa of eoonomie. 
famSaa and m^erial .ie8pu.ce»,> 
atoiiiMtioihi QraMt df tfiS petltiwi vAfch^a^^ 
inuerve and to pretwt ttie Umw***^ in tto mvwrtwn^^^^^^ 



(6) As aU of tt» oa-inveBbna have not ces^ondod to vaqpiests to «KBia>tB imr^otar 
dedfliBtions, thcfB «lsta BO inean% ofliexthatt suboris^ 

With this application, f aduie to sebdI the petitidn -Mmald dc^ve flie Univerwty of tfao right in 
PUCMC inteUectual preiKaly law rights that tt woiM 

ODly in ftedemivationof lirfils to thcT^versity. bwato of conddadfleiwsomccs 

thrt have b^ and coiiiiinie to he, expended in further developiBB the inveoHiai disdosid fai4e 
patent applicatian. 

I hobby declare tttat all siHlmients made hetdn of niy omloiawd^ 
statBowHlsmadeonin&nnalion and belief are heUeved to be trae; and fetlher that these statemenl? 
wwmadewtlhlhBtaiowledgfttbalwUlfiiieUsesiHtenwiita punidwWeby 
fine or hnprisoninent. or botK under Section 1001 of Title 18 of the United St^ 
such ^tfol ftlse Btatements tn^ jeopardize validity of the appUeation or any patent issuing 

tltCLOUPu 
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UNlVERSiTt- OF UTAH 

POLICY AND FRQCEDLRES MAVU.^i. 



SubjccC ■ 

PATENTS AND r^fVENTIONS 



^"^^ -'^-M I Rev. 



Date 
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I- PliRPOSF 

Tp outline the Universii-.^ « r^^i i 

Ihvfentioris. ^"^^^«ity s policy regaifding patencs and 

PPM 2-26, R-unerative Consultation and Other E»ploy..nt 

PPM 6^3, University Faculty Profit-Making Corporation 
PPM 6-7, Copyright Policy: ownership 
III. POLICY ^ 

A. General Poligy 

^' Patent Aflsianm^n*- ^areei^^gt -o 

^* ttJ ^^^^i^io" Of the University's provision of ' 

^ created ?h.^"'rf^^*'^ employment or research, 
or created through the use of time, facilities 

JS^i.^'^K'^JK^^ "materials owned or pJidlor by or' 
facuftle^^ university, except when sGch ^ 

the geneJfi nSt?;^"^^^."'^^^^^^^ available to 
stfff i • .^^^^ full-time facultv and 

eaci^ through this policy as is 

^?n3o^^ f""^ faculty and staff meSber and 
?esfa?^hT ^^^f student participating in 
?n™ ? ^^^^ t^^° III. 8. 6, below), and any of the 
sSch^InvL^^ S"'^"^ '° execute an assignment of 
Ihe ui?vIJ^Jr^' ^^^P^^^^ies, and improvements to 
tne University and shall do so on request. 



t-NlV-ERSfTY OF UTAH 

POLICY AND PROCEDURES .MA.VL-.^U, 



PATENTS AND I^rVENTIO^fS 




5. 



Id^ini!2rr?-°^ ^ P^*'^*^ agreement t3 an 

students in connection »iS both 5"versitv 

«^ T™^^ ^ activities, such invention, discovery 
or Improvement shall be presumed to result from 
University-related activity unless tSeiive^"? 
S2t ^^^^ president for ?eieLch 

he?onlSrt^^?h%^^n^v%\^^^^^^^ 

fnfsluiin?'' P*f^-ti"^« faculty and staff member 
JoLf K ? ^^Pi^'yee or student participating in 

lirllltr Of tJrS^-*' ^° proSptlTtie 

airector of the University Technology Transfer 

a^d dLcov^^r'"^ inventions, iS^roveSe^L , ' 

and discoveries made as a result of University 

fa?U???e^ r -"""^^^ '^^^"^^ the usS'or?iml 
oaid Joi J' «q«iP"»ent, and/or materials owned or 

L^X through the University or as a 
in research"irfS'^X employment or pLticipation 
aSd ^h! university; to cooperate with 

?2^hJ^? ^ director of the University 
mJ?tPri?^ Transfer Office in the handling of such 
matters; to execute all rightful papers and do 
^rohJJf^-^"'^ proper acts ?o assiSt^the SSive?sity 
i^oSi?^ utilizing and enforcing patent ^ 

hJn!^'^^^;" matters, and to abide by and 

i n !Ji 5""^ ^^"^ patent policy of the University 
m effect during the inventor's respective 
associations with the University. 

^ofo^fS^^'f^^^^i discretion, may 

release to an inventor, by written instrument 
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POLICY AND PROCEDURES MA.VU.M. 



Subject 



PATENTS A.VD I.WENTIONS 



No 



D4:c 



Page 



May 



1393 
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develop the invention over a 3 year bet^od 

Kequests for releases should be made to the 
oJfJce?^ °' university Technology ?ransfer 

The University claias no right in or to any 
inriti?; ^'^^jr^nated by full or part-time faculty 
and staff members and student eaployees as a 
result Of private consulting services perfomed In 
compliance with University of Utah Policy ^" 
Procedure No. 2-26, relative to Remunerative 
consultation and Other Employment Activities and 
not involving substantial use of University 
SnJieiiiw to riI.B.3). ?;r?hej'^he 

oriainJi^X ni*^''^ no right in or to any invention 
noi^;r?^???^.-"^ f^ll °r part-time stJdent who is 
not participating m organized or soonsored 
research. 



University TechnnTo gv Tran<;fer Qffi^^ 



SofSr^i??^*"? the vice president for research, the 
University Technology Transfer Office is 

.fw ""^^ti^g patent tegulations 
associated with research grants and contracts. 
rTa??r? Whenever possible UniJe?Hty 

nJo^?^^''''^"^'-''"^ developed on such program^. 
?al,?fS .nJ^ information and general assistance to 
faculty and other University employees and 
research participants concerning patent 
development, ^ f 

^II^?"^"^^ evaluates and pursues patent protection 
on those inventions deemed appronriate for 
commercialization. 

The director of the University Technology Transfer 
Office acts as an agent of the University of Utah 
Research Foundation, and has authority, with the 
-approval of the vice president for research, the 
Patent Review Committee and the cognizant dean, to 
award additional funds as available from the 
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POLICY AND PROCEDL-RES .ManV 



PATENTS AND INVENTIONS 
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IV. 



PBOCEijURgS 



Pe%fL^%"\nhT„„^^^^^^^^ appointed ..e 

Conunittee acts as a^Jjis^hh^^ ""^^^^"^ ^'^^iev 
. ^'niversity Technology Jranf 1^5 S2!??ittee to tho 
oversight functions ynclSSfnfi?^^^?^- These 
dispute resolution anS aSvLrii''^ interpretation, 
protection of inventions 2 P"«"ing patent 

recommends changes in Univ^r^?^^""^^^^^^ ^^^o 
and is avaiiabl! lo ?he RelSi^J: Policies 
technical advice. Research Foundation for 

The Patent Review CnmmH-*. 
exceptions to sLnd^d S^f "'^^'^ Wrove 
procedures, royluy'^lf^.^^i^Jf^ity patent 
matters. ^ <lJ-stributlon and related 

Research P»"-trlrLLiQL 

SltrSilnrof^the Sni5erJ!lv''S ^he 
inventions through JoyaSi LS!^ commercializes 
organizations for the mti^L?^?®*"^"'^^ ''^^^ external 
and fuu-time or part-??ie k^^?? °^ UniJ^?sity 
and student enploveC It tJ^^^h^^ staff members 
The University alsigns to ?hf^';^-.P^^*i<=ipants i^tlved 
Research Poundatiln JIl ""^^««ity of Utah ^'** 

Should be exploiteS. fS^^i^J J^°r ^^^^"^^ ^^^^^ 

Foundation from this activit^^^ ^V""^^ realized by the 
-earch and education%\^^Ls^%U^^^^^ 
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l-'NTVERS/TY OF UTAH 
POLICY AND fROCEDLRES Manu 



Subject 




No. 



PATENTS AND IMVENTIOMS 



University practice 



3. 



oe Trustees to support aDDroni4f^^^^^.'='y ^^s Board 
activities. In mSgJ^g sS?S°fJar5s ""^'^3^"^ • 
".^i^^" to departments o? un??J of tS2Vr^^-"^^'^" 
which are the orioin af r.«™«2 • ?5 University 
patents. ^ " commercially successful 

The University/Foundation in its m,- 

may cause applications or patents ?nhf'?-r^5^°" 

assigned inventions in anv ?om2; ^5 "P^" 

sity/Foundation Saf JSe sdlfSaJ^V ""^^ 

and enter into or modify ?iLJiina Jn/^'^?'^"''^ 

agreements coveri«rr t^w^^ J-J-censmg and other 

slle Of p?o5Scts aSd/oJ J!""^^^^""' ^"^/^^ 
Universitv-owno^ ? processes based on 

required to obtain a n^ icii^t^ expenses 
on such an i?ven^?on fn Si^H^' S*^^"'^ Protection 
in those ins?an?es vhere the anL^"''^^^ interest, 
determines that i? dels not w?Si ^"'''y/^°^"^"i°" 
expenses reauired to oS*-?? ^° 
^-i^-rsity/Fo'Jlttl:^^^^^ the 
pay an such expenses aid the^aft^^^i"rh"*'°^ 
royalty or other revenue with thf? to^^are any , 
IV.B.2). i«venue with the inventor (see 
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Pistributinn ar P^y .i.^ . j^ ^^^^^ 



1. 



such i„«:rs?%isiii,^?,s:j^f Of 

reiiGbursement of the UnlversitJ Jn Hi V 

inventors ^h^iT ^f" than one 

revenue, thl„y-rive percenro^'tn^Tit^tw^Scy- 
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May 10, 




receiver by leSL?S^^:^°5JJj2*f 

T^ntii to'lrA^l^,^'^ the lnv.„tor to pay 
Sharing of aSJ oJ ^h' i-vention/'L 

on the basis o( sImJw?^. ""anue shall ha 

^'^i-lrtllyt^i^^^^^ marketing of 

to the tJniversitv of rr^=.K « licensing is assianoH 

university Techn^Xoly^TransfirSf?/"""'^^^^^ and1L'- 
Policy: ownership, l.p„t::ff^^ °"i'=« (see Copyright 

Approved: Academic senate 5/3/93. « . ' 

5/3/93; Board Of Trustees 5/10/93 



Attention: Box Missing Parts 

DOCKET NO. 2314-14fi 

THE PATENT OFFICE'S STAMP HEREIN IS 

ACKNOWLEDGMENT BY IT OF RECEIPT ON THE DATP 

PA?fDn^?oI° APPLICATION/PATENT/REGISTRATION 
PAT./REG./SER. NO. 09y2ia44R ""^ 

ISSUED/FILED 23 DecPmhpr icon 

TO/BY __Si!dSD3gl2JiiOL!VERAetal 
TYPISTS INI HALS: elp 
ATTORNErs INITIALS: JLI 
DUE DATE 19 July 1999 



